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REMARKS 

The above amendments and following remarks arc responsive to the Oflicc 
Action of November 1 7, 2004. Reconsideration of the application and a notice of 
allowance are earnestly solicited. 

The Examiner has rejected claims 1-5 as being anticipated under 35 U.S .C. 
§102 (b) or alternatively as being uiq)atentablc under 35 U.S.C. §103 (a) over JP 
11-200956. Claims 1-5 have been rejected under 35 U.S.C. §103 (a) as being 
unpatentable over JP' 956 as modified by Charlton (U.S. Patent No. 5,732,688) 
or Malatto et al. (U.S. Patent No. 6,340,006 Bl). 

Applicant traverses the above rejections as follows. 

The rejection under section 102 (b), however, cannot be maintamed against 
any claim unless JP *256 teaches each limitation of the respective claim, 
Verdegaal Bros, v. Union Oil Co, of California , 814 F.2d 628, 631 (Fed. Cir. 
1987) C'a claim is anticipated only if each and every element as set forth in the 
claim" is found in the cited prior an reference). Furthermore, the rejections under 
section 103 (a) cannot be maintained against any claim unless the combination of 
cited references teaches each limitation in the respective claim. In re Royka, 490 
F.2d 981 (CCPA 1974) (a prima face case of obviousness is established only where 
the combination of cited references teaches or suggests each limitation in the 
claim). 

5 PIOPLamOJ |K:I4| wpd 



PAGE 518 ' RCVD AT 5/17/2005 3:52:M PM [Eastern DayOght Time] • SVR:USPTMFXRF-1/7 • DN^ 



05/17/2005 16:00 FAX 



12129537733 



@ 006/008 



Docket No. F-8098 Ser. No. 10/751,378 

In comparison with JP *256, Charlton and Malano with the present 
invention. Applicant asserts that the references fail to teach an expansion tank for 
absorbing expansion of the cooling mediuni liquid and maintaining a constant 
pressure within the heat exchanger. This conq)onent of the present invention is 
taught on page 8 of the applicadon and has been amended into claims I and 2 in 
order to distinguish over the prior art. Accordingly, none of JP '256, Charhon 
and Malatto, nor a combination therefb» teaches each element of claims 1 and 2 
and the rejections under § 102(b) and 103(a) have been overcome. 

Applicant respectfully requests a three month extension of time for 
responding to the Ot'tice Action. The fee of $1020.00 for the extension is 
provided for in the charge authorization presented in the PTO Form 2038, 
Credit Card Payment form, provided here^^ith* 

If there is any discrepancy between the fee(s) due and the fee payment . 
authorized in the Credit C&id Payment Form PTO-2038 or the Fonn PTO-2038 is 
missing or fee payment via the Form PTO-2038 cannot be processed, the USPTO 
is hereby autlaorized to charge any fee(s) or fee(s) deficiency or credit any excess 
payment to Deposit Account No. 10-1250. 
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In light of the foregoing, the application is now believed to be in proper 

form for allowance of all claims and notice to fliat effect is earnestly solicited. 

Respectfully submitted, 
JORDAN AND HAMBURG llp 



Jordan and Hamburg llp 
122 East 42nd Street 
New York, New York 10168 
(212) 986-2340 



By /j^^o/Lj 



and, 



By, 



C. Bruce Hamburg 
Reg. No. 22,389 
Attorney for Applicants 



T. David Bomzer 
Reg. No. 48,770 
Attorney for Applicants 
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